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DETAILED ACTION 

1 . This Office Action is responsive to the Application filed 1 1/21/2003. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

3. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

4. Claims 21-23 are objected to because of the following informalities: 
Because of the lack of antecedent basis for "said predetermined event" in claim 

18, it is assumed by the Examiner that Claims 21-23 were intended to depend upon 
claim 20 and will be interpreted as such for the purposes of prior art analysis. 
Appropriate correction is required. 

Claim Rejections • 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 45-76 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Regarding claim 45, the "computer readable medium," in accordance with 
Applicant's specification, may be a propagated signal (i.e. carrier waves). This subject 
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matter is not limited to that which falls within a statutory category of invention because it 
is not limited to a process, machine, manufacture, or a composition of matter. Instead, it 
includes a form of energy. Energy does not fall within a statutory category since it is 
clearly not a series of steps or acts to constitute a process, not a mechanical device or 
combination of mechanical devices to constitute a machine, not a tangible physical 
article or object which is some form of matter to be a product and constitute a 
manufacture, and not a composition of two or more substances to constitute a 
composition of matter. 

Claims 46-55 which depend from claim 45 fail to remedy the deficiencies of claim 
45 and thus are rejected for the same. 

Regarding claim 56, the "computer readable medium," in accordance with 
Applicant's specification, may be a propagated signal (i.e. carrier waves). This subject 
matter is not limited to that which falls within a statutory category of invention because it 
is not limited to a process, machine, manufacture, or a composition of matter. Instead, it 
includes a form of energy. Energy does not fall within a statutory category since it is 
clearly not a series of steps or acts to constitute a process, not a mechanical device or 
combination of mechanical devices to constitute a machine, not a tangible physical 
article or object which is some form of matter to be a product and constitute a 
manufacture, and not a composition of two or more substances to constitute a 
composition of matter. 

Claims 57-76 which depend from claim 56 fail to remedy the deficiencies of claim 
56 and thus are rejected for the same. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1 , 24, 42-45 and 77 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Szeto (US 7133900). 

Regarding claim 1, Szeto discloses: 

A user interface on a display that enables perception of communications 
that leverage a chat platform, the user interface comprising: 

a module for rendering a chat application user interface for a chat 
communications session involving at least a first chat participant and a second 
chat participant, the user interface being presented at a system display 
presented to the second chat participant; (Fig. 9A/9B) 

a module for receiving a personalization item presented to the system 
display and associated with an individual chat user the personalization item 
corresponding to an identifier obtained by a second chat participant system, the 
identifier enabling identification of a personalization item of the individual chat 



Application/Control Number: 10/718,039 Page 5 

Art Unit: 2154 

user; and (Fig. 2, <env 10> is sent as an identifier, Fig. 4 shows the retrieval of 
the environment using the identifier.) 

a module for rendering the personalization item independently of a 
message used to obtain the identifier. (Fig. 2, <env 10> is sent as an identifier, 
Fig. 4 shows the retrieval of the environment using the identifier. Which renders 
the environment before dealing with the message that contained the identifier.) 
Regarding claim 24, Szeto discloses: 

A computer implemented method for enabling perception of a 
personalization item in a chat communications session, the method comprising: 

storing on a host system one or more personalization items associated 
with a chat application operator; 

receiving a request from a chat participant system for the personalization 
items associated with the chat application operator; 

accessing the personalization items at the host system; and 

communicating the personalization items from the host system to the chat 
participant system for rendering in a chat application running on the chat 
participant system. (These steps are disclosed in Fig. 6, which describes the 
environment site where environments are stored.) 
Regarding claim 42 as applied to claim 24, Szeto discloses: 

further comprising creating an identifier for a personalization item based 
upon the application of an algorithm to at least a portion of data comprising the 
item. (Szeto states that the "identifier corresponds to an environment". In order 
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for this to be true, it is inherent that the identifier must have gone through an 
algorithm related to the data that it corresponds to, or else it could not 
correspond to the data.) 

Regarding claim 43 as applied to claims 24 and 42, Szeto discloses: 

further comprising determining if the personalization item is stored at the 
host system based upon the identifier; and, if the personalization item is stored at 
the host system, declining to redundantly store the personalization item at the 
host system. (Col. 5 lines 24-32, the user system (i.e. host system) will not 
redundantly store items in its cache.) 

Regarding claim 44 as applied to claims 24 and 42-43, Szeto discloses: 

further comprising determining whether the personalization item is an 
official item based upon the identifier; and displaying the personalization item if 
the personalization item is an official item. (Szeto, Col. 5 lines 17-20) 
Regarding claim 45, Szeto discloses: 

A computer program stored on a computer readable medium, the 
computer program comprising instructions for: 

storing on a host system one or more personalization items associated 
with a chat application operator; 

receiving a request from a chat participant system for the personalization 
items associated with the chat application operator; 

accessing the personalization items at the host system; and 
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communicating the personalization items from the host system to the chat 
participant system for rendering in a chat application running on the chat 
participant system. (These steps are disclosed in Fig. 6, which describes the 
environment site where environments are stored (i.e. storing, receiving, 
accessing and communicating. Fig. 4 discloses rendering the communicated 
environment.) 

Regarding claim 77, Szeto discloses: 

A computer implemented method for enabling perception of a 
personalization item in a chat communications session, the method comprising: 

rendering, on a chat message recipient system, a chat application user 
interface for a chat communications session involving at least one instant 
message recipient and a chat message sender; 

receiving a message that includes a text message and personalization 
item to be displayed by the second chat participant when perceiving the text 
message, 

the personalization item being selected by the instant message sender 
system; and 

rendering the personalization item at the instant message recipient system 
when rendering another portion of the message. (Col. 10 lines 59-67 disclose 
sending parts of a message that are personalization items that are rendered on 
the users environment. (I.e. sending a message of cloud renders a cloud, or 
sending a ring function renders ringing on the user's environment.) 
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8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-12,1 4-1 5, 1 7-1 8, 20-23, 24-32, 34-35, 37-41 , 45-48, 50-51 , 53-55, 56- 
64, 66-67, 69, 71-76, 77-81, and 83-89 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Liles et al. (US 5880731 ), hereafter Liles. 

Regarding claim 1, Szeto discloses: 

A user interface on a display that enables perception of communications 
that leverage a chat platform, the user interface comprising: 

a module for rendering a chat application user interface for a chat 
communications session involving at least a first chat participant and a second 
chat participant, the user interface being presented at a system display 
presented to the second chat participant; (Fig. 13) 

a module for receiving a personalization item presented to the system 
display and associated with an individual chat user the personalization item 
corresponding to an identifier obtained by a second chat participant system, the 
identifier enabling identification of a personalization item of the individual chat 
user; and (Col. 3 lines 27-30 ("personalization item"), an identifier is disclosed in 
col. 1, lines 50-65, col. 3 lines 19-21, 27-30.) 
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a module for rendering the personalization item independently of a 
message used to obtain the identifier. (Col. 1 lines 50-65, may be independent of 
message, col. 9 lines 53-55, 63-65) 
Regarding claim 2 as applied to claim 1, Liles discloses: 

The user interface of claim 1 in which the individual chat user comprises 
the first chat participant. (Liles, col 1 line 60 - col. 2 line 2) 
Regarding claim 3 as applied to claim 1, Liles discloses: 

The user interface of claim 1 in which the individual chat user comprises 
the second chat participant. (Liles, col 1 line 60 - col. 2 line 2) 
Regarding claim 4 as applied to claim 1, Liles discloses: 

in which the personalization item is rendered upon the occurrence of a 
change in a presence state of the individual chat user. (Liles, col. 1 lines 52-65, 
col 7 lines 7-16) 

Regarding claim 5 as applied to claims 1 and 4, Liles discloses: 

in which the individual chat user comprises the first chat participant. (Liles, 
col 1 line 60 - col. 2 line 2) 

Regarding claim 6 as applied to claims 1 and 4, Liles discloses: 

in which the individual chat user comprises the second chat participant. 

(Liles, col 1 line 60 - col. 2 line 2) 

Regarding claim 7 as applied to claim 1, Liles discloses: 

in which the identifier is obtained by receiving the identifier from a first chat 

participant system in a chat message. (Col. 2 lines 44-50) 
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Regarding claim 8 as applied to claim 1, Liles discloses: 

in which the identifier is obtaining from a chat host system, the chat host 
system storing one or more identifiers associated with one or more 
personalization items for one or more chat users, the chat host system receiving 
an identity of the individual chat user and accessing an identifier associated with 
the individual chat user. (Col. 9 lines 5-15; in order to properly obtain and send 
the correct avatar (personalization item) the central server must store the 
identifiers of the users whose items are stored there, likewise, when retrieving 
the proper avatar, the server must receive the identity of the chat user (i.e. the 
identifier) and access that identifier to find the proper avatar.) 
Regarding claim 9 as applied to claim 1, Liles discloses: 

in which the identifier is obtained by retrieving the identifier from the 
second chat participant system. (Col. 9 lines 5-15, the identifier is retrieved from 
the list of identifiers in Fig. 13) 

Regarding claim 10 as applied to claim 1, Liles discloses: 

in which the identifier is obtained by retrieving the identifier from a remote 
data store. (Col. 5 lines 34-42) 

Regarding claim 11 as applied to claim 1, Liles discloses: 

in which the personalization item comprises a graphic. (Col. 1 lines 52-65) 

Regarding claim 12 as applied to claims 1 and 11, Liles discloses: 
in which the graphic comprises an icon. (Col. 1 lines 52-65) 

Regarding claim 14 as applied to claim 1, Liles discloses: 
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in which the personalization item comprises wallpaper (i.e. an image) 
capable of being rendered on a chat application user interface. (Col. 1 lines 52- 
65) 

Regarding claim 15 as applied to claim 1, Liles discloses: 

in which the personalization item comprises an animation sequence. (Col. 
2 lines 15-23, Col. 3 lines 20-26, 49-52) 
Regarding claim 17 as applied to claim 1, Liles discloses: 

in which the personalization item comprises a customized item provided 
by the first chat participant. (Col. 2 lines 24-28, 44-50; col 1 line 60 - Col. 2 line 2) 
Regarding claim 18 as applied to claim 1, Liles discloses: 

in which personalization item comprises a personalization item provided 
by a third party. (Col. 9 lines 5-15, the chat server is a 3 rd party.) 
Regarding claim 20 as applied to claim 1, Liles discloses: 

in which the personalization item is configured to expire upon the 
occurrence of a predetermined event. (Col. 1 lines 62-65) 
Regarding claim 21 as applied to claims 1 and 20, Liles discloses: 

in which the predetermined event comprises passage of a predetermined 
length of time. (Col. 1 lines 62-65) 

Regarding claim 22 as applied to claims 1 and 20, Liles discloses: 

in which the predetermined event comprises passage of a predetermined 
date. (Col. 1 lines 62-65) 

Regarding claim 23 as applied to claims 1 and 20, Liles discloses: 



Application/Control Number: 10/718,039 Page 12 

Art Unit: 2154 

in which the predetermined event comprises a predetermined number of 
uses. (Col. 1 lines 32-35) 
Regarding claim 24, Liles discloses: 

A computer implemented method for enabling perception of a 
personalization item in a chat communications session, the method comprising: 

storing on a host system one or more personalization items associated 
with a chat application operator; receiving a request from a chat participant 
system for the personalization items associated with the chat application 
operator; accessing the personalization items at the host system; and 
communicating the personalization items from the host system to the chat 
participant system for rendering in a chat application running on the chat 
participant system. (Col. 9 lines 4-15 discloses downloading a chat user's 
personalization item, and rendering it once it is retrieved.) 
Regarding claim 25 as applied to claim 24, Liles discloses: 

in which receiving the request comprises: receiving an identifier enabling 
identification of a personalization item associated with the chat application 
operator, (an identifier is disclosed in col. 1, lines 50-65, col. 3 lines 19-21, 27- 
30.) 

Regarding claim 26 as applied to claims 24, Liles discloses: 

in which receiving the request comprises receiving an identity of the chat 
participant; and accessing the personalization items comprises accessing the 
personalization items associated with the received identity. (Col. 9 lines 4-15 
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discloses downloading a chat user's personalization item, and rendering it once it 
is retrieved. In order to retrieve the correct personalization item (i.e. avatar) there 
must be an identifier indicating what user's avatar is desired.) 
Regarding claim 27 as applied to claims 24-25, Liles discloses: 

in which receiving the identifier further comprises receiving an identifier 
comprising a location on the host system of the personalization item. (Col. 6 lines 
54-67) 

Regarding claim 28 as applied to claims 24-25 and 27, Liles discloses: 

in which the identifier further comprises an item type and a data size. (Col. 
6 lines 54-67) 

Regarding claim 29 as applied to claims 24-25 and 27, Liles discloses: 

wherein the identifier further comprises one or more of a custom item flag, 

an official item flag, a banned item flag, and a redirect to different item flag. (Col. 

3 lines 31-33 discloses a flag or representation (Col. 3 lines 18-20) that it is 

customized (Col. 8 line 62 - Col. 9 line 1) 

Regarding claim 30 as applied to claim 24, Liles discloses: 

in which the host comprises a server authorized as a partner to a chat 

host. (Col. 9 lines 4-15 disclose an authorized partner server which holds the 

avatars) 

Regarding claim 31 as applied to claim 24, Liles discloses: 

in which storing the personalization items comprises storing a graphic. 
(Col. 1 lines 52-65) 
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Regarding claim 32 as applied to claims 24 and 31, Liles discloses: 
in which the graphic comprises an icon. (Col. 1 lines 52-65) 

Regarding claim 34 as applied to claim 24, Liles discloses: 

in which storing the personalization items comprises storing wallpaper (i.e. 

an image) capable of being rendered on a chat application user interface. (Col. 1 

lines 52-65) 

Regarding claim 35 as applied to claim 24, Liles discloses: 

in which storing the personalization items comprises storing an animation 

sequence. (Col. 2 lines 15-23, Col. 3 lines 20-26, 49-52) 

Regarding claim 37 as applied to claim 24, Liles discloses: 

in which in which storing the personalization items comprises storing a 

personalization item configured to expire upon the occurrence of a 

predetermined event. (Col. 1 lines 62-65) 

Regarding claim 38 as applied to claims 24 and 37, Liles discloses: 

in which the predetermined event comprises passage of a predetermined 

length of time or the passage of a predetermined date. (Col. 1 lines 62-65) 

Regarding claim 38 as applied to claims 24 and 37, Liles discloses: 

in which the predetermined event comprises a predetermined number of 

uses. (Col. 1 lines 32-35) 

Regarding claim 38 as applied to claims 24 and 37, Liles discloses: 
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further comprising: determining whether the personalization item has 
expired, and disallowing access to the personalization item if the personalization 
item has expired. (Col. 1 1 lines 36-67) 
Regarding claim 41 as applied to claim 24, Liles discloses: 

further comprising: determining whether the personalization item has been 
banned, and disallowing access to the personalization item if the personalization 
item has been banned. (Col. 1 1 lines 36-67) 
Regarding claim 45, Liles discloses: 

A computer program stored on a computer readable medium, the 
computer program comprising instructions for: 

storing on a host system one or more personalization items associated 
with a chat application operator; receiving a request from a chat participant 
system for the personalization items associated with the chat application 
operator; accessing the personalization items at the host system; and 
communicating the personalization items from the host system to the chat 
participant system for rendering in a chat application running on the chat 
participant system. (Col. 9 lines 4-15 discloses downloading a chat user's 
personalization item, and rendering it once it is retrieved.) 
Regarding claim 46 as applied to claim 45, Liles discloses: 

in which instructions for receiving the request comprises instructions for 
receiving an identifier enabling identification of a personalization item associated 
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with the chat application operator, (an identifier is disclosed in col. 1 , lines 50-65, 
col. 3 lines 19-21, 27-30.) 

Regarding claim 47 as applied to claim 45, Liles discloses: 

in which instructions for receiving the request comprises instructions for 
receiving an identity of the chat participant; and instructions for accessing the 
personalization items comprises instructions for accessing the personalization 
items associated with the received identity. (Col. 9 lines 4-15 discloses 
downloading a chat user's personalization item, and rendering it once it is 
retrieved. In order to retrieve the correct personalization item (i.e. avatar) there 
must be an identifier indicating what user's avatar is desired.) 
Regarding claim 48 as applied to claim 45, Liles discloses: 

in which instructions for storing the personalization items comprises 
instructions for storing a graphic. (Col. 1 lines 52-65) 
Regarding claim 50 as applied to claim 45, Liles discloses: 

in which instructions for storing the personalization items comprises 
instructions for storing wallpaper (i.e. an image) capable of being rendered on a 
chat application user interface. (Col. 1 lines 52-65) 
Regarding claim 51 as applied to claim 45, Liles discloses: 

in which instructions for storing the personalization items comprises 
instructions for storing an animation sequence. (Col. 2 lines 15-23, Col. 3 lines 
20-26, 49-52) 

Regarding claim 53 as applied to claim 45, Liles discloses: 
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in which in which instructions for storing the personalization items 
comprises instructions for storing a personalization item configured to expire 
upon the occurrence of a predetermined event. (Col. 1 lines 62-65) 
Regarding claim 54 as applied to claims 45 and 53, Liles discloses: 

in which the predetermined event comprises passage of a predetermined 
length of time or the passage of a predetermined date. (Col. 1 lines 62-65) 
Regarding claim 55 as applied to claims 45 and 53, Liles discloses: 

in which the predetermined event comprises a predetermined number of 
uses. (Col. 1 lines 32-35) 
Regarding claim 56, Liles discloses: 

A computer program, stored on a computer readable medium, the 
computer program comprising instructions for: 

rendering, on a first chat participant system, a chat application user 
interface for a chat communications session involving at least an intended 
second chat participant and a first chat participant; and (Fig. 13) 

rendering at the first chat participant system, a personalization item 
associated with the second chat participant prior to communication with the 
intended second chat participant system. (Col. 9 lines 5-15 disclose downloading 
and rendering personalization items without any communication between the 
users) 

Regarding claim 57 as applied to claim 56, Liles discloses: 
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in which instructions for rendering at the first chat participant system 
comprises instructions for rendering at the first chat participant system prior to 
communication of a chat message with the intended second chat participant 
system. (Col. 9 lines 5-15 disclose downloading and rendering personalization 
items without any communication between the users) 
Regarding claim 58 as applied to claim 56, Liles discloses: 

in which instructions for rendering at the first chat participant system 
comprises instructions for rendering at the first chat participant system before a 
communications session is established with the intended second chat participant 
system. (Col. 9 lines 5-15 disclose downloading and rendering personalization 
items without any communication between the users) 
Regarding claim 59 as applied to claim 56, Liles discloses: 

in which instructions for rendering at the first chat participant system 
comprises instructions for rendering at the first chat participant system before the 
first chat participant system sends a message to the intended second chat 
participant system. (Col. 9 lines 5-15 disclose downloading and rendering 
personalization items without any communication between the users) 
Regarding claim 60 as applied to claim 56, Liles discloses: 

in which instructions for rendering at the first chat participant system 
comprises instructions for rendering at the first chat participant system before the 
first chat participant system receives a message from the intended second chat 
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participant system. (Col. 9 lines 5-15 disclose downloading and rendering 
personalization items without any communication between the users) 
Regarding claim 61 as applied to claim 56, Liles discloses: 

further comprising instructions for: associating the identifier with the 
personalization item; obtaining the personalization item from a source other than 
a message used to obtain the identifier; and rendering the personalization item at 
the first chat participant system. (Col. 9 lines 5-15 disclose downloading and 
rendering personalization items without any communication between the users, 
and from somewhere other than the message with the identifier) 
Regarding claim 62 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the identifier comprises instructions for: 
sending an identity of the intended second chat participant to a chat host system, 
the chat host system storing one or more identifiers associated with one or more 
personalization items for the intended second chat participant; and receiving an 
identifier associated with the individual intended second chat participant in a 
message from the chat host system. (Col. 9 lines 5-15) 
Regarding claim 63 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the identifier comprises instructions for 
locating the identifier at the intended second chat participant system. (Col. 6 lines 
54-67) 

Regarding claim 64 as applied to claim 56, Liles discloses: 



Application/Control Number: 10/718,039 Page 20 

Art Unit: 2154 

in which instructions for obtaining the identifier comprises instructions for 
retrieving the identifier from a remote data store. (Col. 5 lines 34-42) 
Regarding claim 66 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the personalization item comprises 
instructions for obtaining a graphic. (Col. 1 lines 52-65) 
Regarding claim 67 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the personalization item comprises 
instructions for obtaining wallpaper (i.e an image) capable of being rendered on a 
chat application user interface. (Col. 1 lines 52-65) 
Regarding claim 69 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the personalization item comprises 
instructions for obtaining an animation sequence. (Col. 2 lines 15-23, Col. 3 lines 
20-26, 49-52) 

Regarding claim 71 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the personalization item comprises 
instructions for obtaining a customized binary object provided by the intended 
second chat participant. (Col. 2 lines 24-28, 44-50; col 1 line 60 - Col. 2 line 2) 
Regarding claim 72 as applied to claim 56, Liles discloses: 

in which instructions for obtaining the personalization item comprises 
instructions for obtaining a personalization item configured to expire upon the 
occurrence of a predetermined event. (Col. 1 lines 62-65) 
Regarding claim 73 as applied to claims 56 and 72, Liles discloses: 
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in which the predetermined event comprises passage of a predetermined 
length of time or on passage of a predetermined date. (Col. 1 lines 62-65) 
Regarding claim 74 as applied to claims 56 and 72, Liles discloses: 

in which the predetermined event comprises a predetermined number of 
uses. (Col. 1 lines 32-35) 

Regarding claim 75 as applied to claims 56 and 72, Liles discloses: 

further comprising instructions for: determining whether the 
personalization item has expired, and disallowing display of the personalization 
item if the personalization item has expired. (Col. 1 lines 62-65) 
Regarding claim 76 as applied to claim 56, Liles discloses: 

further comprising instructions for: determining whether the 
personalization item has been banned, and disallowing display of the 
personalization item if the personalization item has been banned. (Col. 1 lines 
62-65) 

Regarding claim 77, Liles discloses: 

A computer implemented method for enabling perception of a 
personalization item in a chat communications session, the method comprising: 

rendering, on a chat message recipient system, a chat application user 
interface for a chat communications session involving at least one instant 
message recipient and a chat message sender; (Fig. 13) 

receiving a message that includes a text message and personalization 
item to be displayed by the second chat participant when perceiving the text 
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message, the personalization item being selected by the instant message sender 
system; and rendering the personalization item at the instant message recipient 
system when rendering another portion of the message. (Col. 9 lines 55-60 
discloses sending a personalization item (i.e. a gesture) with a message, which 
then is rendered by the recipient of the message.) 
Regarding claim 78 as applied to claim 77, Liles discloses: 

in which receiving the message comprises receiving personalization item 
automatically selected by the instant message sender system. (Col. 9 lines 16-32 
discloses sending a personalization item (i.e. a gesture) automatically, which 
then is rendered by the recipient of the message.) 
Regarding claim 79 as applied to claim 77, Liles discloses. 

in which receiving the message comprises receiving at least a portion of 
the personalization item in a chat message from a chat message sender system. 
(Col. 9 lines 55-60 discloses sending a personalization item (i.e. a gesture) with a 
message, which then is rendered by the recipient of the message.) 
Regarding claim 80 as applied to claim 77, Liles discloses: 

in which receiving the message comprises receiving at least a portion of 
the personalization item in a message generated upon a change in a presence 
state of the first chat participant. (Liles, col. 1 lines 52-65, col 7 lines 7-16) 
Regarding claim 81 as applied to claim 77, Liles discloses: 

in which receiving the message comprises receiving in the message at 
least a portion of personalization item provided by a host other than a chat 
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message host. (Col. 9 lines 55-60 discloses sending a personalization item (i.e. a 
gesture) with a message from a user (i.e. a source other than the chat host), 
which then is rendered by the recipient of the message.) 
Regarding claim 83 as applied to claim 77, Liles discloses: 

in which receiving the message comprises receiving at least a portion of 
personalization item configured to expire upon the occurrence of a 
predetermined event. (Col. 1 lines 62-65) 

Regarding claim 84 as applied to claims 77 and 83, Liles discloses: 

in which the predetermined event comprises passage of a predetermined 

length of time or passage of a predetermined date. (Col. 1 lines 62-65) 

Regarding claim 85 as applied to claims 77 and 83, Liles discloses: 

in which the predetermined event comprises a predetermined number of 

uses. (Col. 1 lines 32-35) 

Regarding claim 86 as applied to claims 77 and 83, Liles discloses: 

further comprising: determining whether the personalization item has 
expired based on determining whether the predetermined event has occurred, 
and disallowing display of the personalization item if the personalization item has 
expired. (Col. 1 lines 62-65) 

Regarding claim 87 as applied to claim 77, Liles discloses: 

further comprising: determining whether the personalization item has been 
banned, and disallowing display of the personalization item if the personalization 
item has been banned. (Col. 1 lines 62-65) 
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Regarding claim 88 as applied to claims 77 and 87, Liles discloses: 

in which determining whether the personalization item has been banned 
comprises determining whether the personalization item has been banned based 
on a report by a user. (Col. 1 lines 62-65, the user reports that they are leaving 
the chat room, so their avatar is no longer displayed (i.e. banned)) 
Regarding claim 89 as applied to claims 77 and 87, Liles discloses: 

in which determining whether the personalization item has been banned 
comprises determining whether the personalization item has been banned based 
on a violation of a term of service agreement. (Col. 1 lines 62-65, if a user is 
kicked from the chatroom, they are leaving the chat room, so their avatar is no 
longer displayed (i.e. banned)) 

Claim Rejections - 35 USC §103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 13, 16, 33, 36, 49, 52, 68, and 70 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Liles as applied to claims 1, 24, 45, and 56 above, and further 
in view of Grayson et al. (US 5963217), hereafter Grayson. 

Liles discloses all of the limitations of claims 13, 16, 33, 36, 49, 52, 68, and 70 
except that the item transported is sound or a video clip. 
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The general concept of transporting sound or video clips in a chat environment is 
well known in the art as taught by Grayson. (Col. 9 lines 27-35, 37-57, Col. 9 line 63- 
Col. 10 line 5) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Liles with the general concept of transporting sound or video clips 
in a chat environment as taught by Grayson in order to reduce the bandwidth of 
transferring digital audio over the network by transmitting video and/or audio over the 
network between chat users in an electronic chat session environment. 
12. Claims 13, 16, 33, 36, 49, and 52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Szeto as applied to claims 1, 24, and 45 above, and further in view of 
Grayson. 

Szeto discloses all of the limitations of claims 13, 16, 33, 36, 49, and 52 except 
that the item transported is sound or a video clip. 

The general concept of transporting sound or video clips in a chat environment is 
well known in the art as taught by Grayson. (Col. 9 lines 27-35, 37-57, Col. 9 line 63- 
Col. 10 line 5) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Szeto with the general concept of transporting sound or video clips 
in a chat environment as taught by Grayson in order to reduce the bandwidth of 
transferring digital audio over the network by transmitting video and/or audio over the 
network between chat users in an electronic chat session environment. 
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13. Claims 19 and 82 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Liles as applied to claims 1,18, 77, and 81 above, and further in view of Ronen 
(US 5745556). 

Liles discloses all of the limitations of claims 19 and 82 except for only rendering 
the items in consideration of payment. 

The general concept of only providing services to upon payment is well known in 
the art as taught by Ronen. (See Abstract and Fig. 7) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Liles and the general concept of only providing services to upon 
payment is well known in the art as taught by Ronen in order to allow avatar providers 
to be paid for the use of their avatars. 

14. Claim 65 is rejected under 35 U.S.C. 103(a) as being unpatentable over Liles as 
applied to claim 56 above, and further in view of Chase et al. (US 5944780), hereafter 
Chase. 

Liles discloses all the limitations of claim 65 except for attempting to access the 
personalization items from a different server if the first server attempted does not have 
the identified item. 

Chase teaches: 

determining whether the personalization item associated with the received 
identifier is available at the first chat participant system; (Fig. 3, steps 34-35, Col. 
6 line 64-Col. 7 line 6) . 
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retrieving the personalization item from the first chat participant system if 
the personalization item is available at the first chat participant system; and (Fig. 
3 step 37, Col. 7 lines 5-6) 

requesting the personalization item from a remote source and receiving 
the personalization item from the remote source at the first chat participant 
system if the personalization item is not available at the first chat participant 
system. (Fig. 3 steps 300-306, Col. 7, lines 6-61) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Liles with the teachings of Chase in order to reduce latency avoid 
congestion and maintain coherency of shared data. 

Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Segan et al. (US 71 94542) discloses a system for viewing character icons 
via web links, (i.e. identifiers.) 

b. Matsuda (US 6961755) teaches banning chat avatars based upon a user 
request or administrative decision. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael E. Keefer whose telephone number is (571 ) 
270-1591. The examiner can normally be reached on Monday through Friday 5:30am- 
2pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on (571 ) 272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MEK 7/19/2007 




